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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
0 1/29/2007 has been entered - In the RCE filed on 01 729/2007 ,ihe>foHowing have 
occurred: Claims 1, 17, and 25 have been amended, and claims 1-26 and 31-34 are 
pending. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs ol35>U.S:.C. 102 that 
form the basis for the rejections under this section made in this Office-action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3., Claims Ar2$ - 24-26, 31-32, and 34; are rejected under 35 U.S.C. 102(e) as.being 
anticipated by Kolling et al (Koll hereinafter US PAT: 5,963,925). 
Re claim 1. Koll discloses a switching system for electronic presentment and 
payment of bills over a network, comprising: a first consumer service provider 
device which is in electronic communication with a first consumer terminal, a first 
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biiler service provider device which is in electronic communication with a first 
biller terminal, a second_consumer terminal; a second biller terminal; and a 
switching network for which is in electronic communication with said first 
consumer service provider device using one of a first message standard protocol 
and a second message standard protocol, with said first bill service provider 
device using one said first and second message standard protocols, with said 
second consumer terminal using one of said first and second message standard 
protocols, and with said second biller>terminal using, one of said first and^second 
message standard protocols(see fig. 1 and fig.2)^_routing presentment - 
information between said first consumer service provider or said second 
consumer terminal and said first bill service provider or said second biller 
terminal, said switching network being a multi-standard switch. configured to 
facilitate electronic communication between said first consumer service provider 
or said second consumer terminal and said first bill service provider and said 
second biller terminal irrespective of which message standard protocol each of 
said first consumer service provider, said first bill service provider, said second 
consumer terminal, and said second biller terminal use (see col.9, lines 1-24) 
(see/abstract). 

Re claim 2. Koll further discloses a switching system, wherein said switching 
network routes information between said consumer service provider or said 
second consumer terminal and said bill service provider or said second biller 
terminal without reformatting (see col. 10, lines 55 - 65, also see col. 13, lines 35- 
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45 - a biller may supply a variety of templates each suitable for handling a 
different data standard that would enable a CFI to present electronic statement a 
variety of forms to its customers). 

Re claim 3. Koll further discloses a switching system, further comprising a 
second consumer service provider device which is in electronic communication 
with a third consumer terminal (see fig.1 and fig.2), said switching network being 
in electronic communication with said second consumer service provider device 
using a -different one of ^ said first and^sec^nd message standard proto 
the one of said first and second message protocols which is used between said 
first consumer service provider and said switching network (i.e., as system 200 
may accommodate any number of billers, during any given time period switch 
214 is receiving batches of statement data fronrv any, number; of billers (and ; any; 
number of SORGs) and routing the statement data to any number of appropriate 
SGENs; 222. In other words, a batch of statement data from one biller may be 
distributed to any number of SGENs each located in a different 
CFI, see col. 10 lines55-65, also see CFI can deliver electronic statement to 
consumers using the consumer's medium of choice, col.9 lines 1-14). 
Re claim '4/ Koll further disclosesva switching: system, furthercomprising a 
consumer payment provider (i.e., CFI, fig.2, element 132) device in electronic 
communication between said first consumer service provider device and said 
switching network (see fig.2, also see col.4, line 63 through col. 5, line 30). 
Re claims 5 . Koll further discloses a switching system, further comprising a 
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second biller service provider device in electronic communication with a third 
consumer terminal (see fig.2, also see col.4, line 63 through col.5, line 30) said 
switching network being in electronic communication with said second consumer 
service provider device using a different one of said first and second message 
standard protocols than the one of said first and second message protocols 
which is used between said first consumer service provider and said switching 
network (i.e., as system 200 may accommodate any number of billers, during any 
given time period switch 214 is receiving batches of statement data from any- 
number of billers (and any number of SORGs) and routing the statement datsHto- 
any number of appropriate SGENs 222. In other words, a batch of statement 
data from one biller may be distributed to any number of SGENs each located in 
a different CFI, see col. 10 lines55-65, also see. CFI can deliver electronic, 
statement to consumers using the consumer's medium of choice, col.9 lines 1- 
14). 

Re claim 6. Koll further discloses a switching system, further comprising a biller 
payment provider (i.e., BFI, fig.2, element 108) device in electronic 
communication between said first consumer service provider device and said 
switching network (seeHg.2)- 

Re claim 7. Koll further discloses a switching system, further comprising a payee 
terminal (i.e., BSP fig.2, since billets provider can also serve as a payee, see 
col. 7, lines40-50, also see fig. 12) in electronic communication with said biller 
payment provider device (i.e., BFI fig.2, element 108) (see fig.2). 
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Re claim 8. Koll further discloses a switching further comprising an associated 
memory device in which a directory of said first consumer service provider 
device, said first bill service provider device, said second consumer terminal, and 
said second biller terminal is stored (see col. 33 lines 40-67), wherein said first 
consumer service provider device, said first bill service provider device, said 
second consumer terminal, and said second biller terminal terminal must each be 
registered in said directory in order to access said switching network (see fig.6a 
element504rfig:a element 700)- 

Re claim 9. Koll further discloses a switch ing-system for electronic presentment 
and payment of bills over a network, comprising: a consumer terminal; a biller 
terminal; and a switching network which is electronic communication with said 
consumer terminal (see fig. 1 and fig.2, also see the;abstract);using:one of a first 
message standard protocol and a second message standard protocoPand with 
said biller terminal using one of said first and second message protocols, 
exchanging billing information between said consumer terminal and said biller, 
terminal irrespective of which message protocol each of said consumer terminal 
and said biller terminal use (i.e., as system 200 may accommodate any number 
of billers, during any given time period switch 214: is receiving batches of - 
statement data from any number of billers (and any number of SORGs) and 
routing the statement data to any number of appropriate SGENs 222. In other 
words, a batch of statement data from one biller may be distributed to any 
number of SGENs each located in a different CFI, see col. 10 lines55-65, also 
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see CFI can deliver electronic statement to consumers using the consumer's 
medium of choice, col.9 lines 1-14), said switching network routing bill summary 
data generated by a biller terminal for presentment at said consumer terminal 
(i.e., kolls can display summary invoice as well as the whole involve in any format 
chosen by the consumers, see col. 31 , lines 57-67), complete bill data being 
accessible only by direct communication between the consumer terminal and 
said biller terminal (see fig.2 and fig. 3, also see col.9, lines 1-24). 

Re claim 10. Claim 1 0< recites* similar limitations to' claim 2 ■ and thus rejected using the 

same art and rationale in the rejection of claim 2. 

Re claim 11. Claim 1 1 recites similar limitations to claim 3, and thus rejected using the 

same art and rationale in the rejection of claim 3. 

Re claim 12. Claim 12 recites similar limitations to claim 4, andjthus ^ 

same art and rationales in the rejection of claim 4 : 

Re claim 13. Claim 13 recites similar limitations to claim 5, and thus rejected using the 
same art and rationale in the rejection of claim 5. 

Re claim 14. Claim 14 recites similar limitations to claim 6, and thus rejected using the 
same art and rationale in the rejection of claim 6. 

Re claim 15. Claim 15 f recites -similar; limitations to claim 7y and thus rejected using the ; 
same art and rationale in the rejection of claim 7. 

Re claim 16. Claim 16 recites similar limitations to claim 8, and thus rejected using the 
same art and rationale in the rejection of claim 8. 

Re claims 17, 20 and 24. Koll discloses a method for electronic presentment and 
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payment of bills over a network, comprising: providing a switching network for facilitating 
electronic presentment and payment of bills (see abstract); establishing electronic 
communication between said switching network and first and second biller terminals 
and first and second consumer terminals (see fig.1 and fig.2), said switching network 
being a multi-standard switch configured to communicate with said first and second 
biller terminals and said first and second consumer terminals in either of at least first 
and second message standard protocols, said switching network communicating with 
at least one of said first and- second biller terminals and>said first and second consumer 
terminals using said first message standard protocol and at least one of said first-and- 
second biller terminals and said first and second consumer terminals using said second 
message protocol (i.e., as system 200 may accommodate any number of billers, during 
any given time period switch 214 is receiving batches of statement data from: any 
number of billers (and any number of SORGs) and r routing the statement data to any 
number of appropriate SGENs 222. In other words, a batch of statement data from one 
biller may be distributed to any number of SGENs each located in a different CFI, see 
col. 10 lines55-65, also see CFI can deliver electronic statement to consumers using the 
consumer's medium of choice, col.9 lines 1-14); generating a bill summary data from 
complete bill dataiprovided by each ofcsaid : first"and second 'billing terminals; selectively^ 
routing portions of said bill summary data via the switching network to present 
appropriate portions of said bill summary data to said first and second consumer billing 
terminals (i.e., kolls can display summary invoice as well as the whole involve in any 
format chosen by the consumers, see col. 31 , lines 57-67) (see abstract). 
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Re claim 18. Koll further discloses the method, wherein electronic communication 
between said switching network and said first consumer terminal is established through 
a first consumer service provider device, and wherein electronic communication 
between said switching network and said second consumer terminal is established 
through a second consumer service provider device(i.e., as system 200 may 
accommodate any number of billers, during any given time period switch 214 is 
receiving batches of statement data from any number of billers (and any number of 
SORGs) ; and.routing4he statement datato any numberoft appropriate SGENs 222, In ~ 
other words, a batch of statement data from one biller may be distributed to any number- 
of SGENs each located in a different CFI, see col. 10 lines55-65, also see CFI can 
deliver electronic statement to consumers using the consumer's medium of choice, col.9 
lines 1-14, also see fig.1 and fig. 2). 

Re claim 19: Claim 19 recited similar ^limitations to claim 2, and thus rejected using the 
art and rationale in the rejection of claim 2. 

Re claim 21. Koll further discloses a method, further comprising the steps of, 
storing a directory of consumer terminals which are registered with said switching 
network in an associated memory device (see col. 33 lines 40-67); generating payment 
instructions from said^ftrst=and second consumer terminals;. transmitting saidr payment- 
instructions which are generated by said first and second consumer terminals to the 
said switching network(see col. 13, lines 52-58); verifying that said payment instructions 
are from consumer terminals which are registered with said switching network, causing 
said payment instructions to be executed (consumers are presented with a login prompt 
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(see fig. 11), which allows only customers who are registered with the switching network 
to gain access to the said switching network. Inherently, the payment instructions made 
by said consumers from the consumer terminals are verified). 

Re claim 25. Claim 25 recites similar limitations to claim 1 , and thus rejected using the 
same art and rationale in the rejection of claim 1 . 

Re claim 26. Koll discloses a system for electronic presentment and payment of bills 
over a network, comprising: a consumer terminal; a biller terminal in communication 
with said consumer terminal (see %1 and 

payment message for a particular bill between said consumer terminal and biller 
terminal (see col.9, lines 1-24, also see the abstract) irrespective of whether the 
particular bill has been previously presented to said consumer terminal (i.e., optional 
section of the bill are downloaded at the customers request., see col. 19, lines .15-20). 
Re claim 31 ■ Koll further discloses a switching system, wherein said : first- message 
standard protocol comprises the Open Financial Exchange ("OFX") standard protocol 
and said second message standard protocol comprises the Interactive Financial 
Exchange ("IFX") standard protocol (see col.33 lines 15-40). 

Re claim 32. Koll further discloses a switching system, wherein said switching network 
routes bill! summary data generated: by said biller service provider device or by said-first > 
or second biller terminals for presentment at said first or second consumer terminals 
(see abstract) complete bill data being accessible only by direct communications 
between said first or second consumer terminals and said biller service provider device 
or said first or second biller terminals (i.e., as system 200 may accommodate any 
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number of billers, during any given time period switch 214 is receiving batches of 
statement data from any number of billers (and any number of SORGs) and routing the 
statement data to any number of appropriate SGENs 222. In other words, a batch of 
statement data from one biller may be distributed to any number of SGENs each 
located in a different CFI, see col. 10 lines55-65, also see CFI can deliver electronic 
statement to consumers using the consumer's medium of choice, col.9 lines 1-14) (see 
abstract). 

Re claim 34. Koll further discloses-a switching system^ wherein said^switching; network 
is arranged and configured to log all presentment and payment communications as they 
are routed for reporting on a periodic basis (see col. 12, lines 20-27). 

Claim Rejections - 35 USC § 103 

4. The following is.a quotation of 35 U.S.C. 103(a) which fo.rms.the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 22, 23 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Koll in view of Hilt et al (Hilt hereinafter LLS PAT 5,465,206). 

6. Re claim 22. Koll does not explicitly disclose the method, wherein prior to said 
step of causing said payment instructions to be executed said switching network 
verifies that a sufficient balance exists in financial account associated with each 
consumer terminal from which payment instructions are received to cover the bill 
being paid. Hilt makes this disclosure (see abstract, also see fig.1 1 , element 
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254). Thus, it would have been obvious to one of ordinary skill in the art to 
combine Koll and Hilt in order to prevent loss to the biller. 
Re claim 23. Koll does not explicitly disclose the method, further comprising the 
step of settling all payment transactions over a predetermined cut-off period. Hilt 
makes this disclosure (see abstract, also see figl 1). Thus, it would have been 
obvious to one of ordinary skill in the art to combine Koll and Hilt in order to 
ensure that billers are properly and timely compensated for the services they 
provide-to-the consumers: - 

Re claim 33. Koll does not explicitly disclose a switching system; wherein said 
switching network is arranged and configured to provide net settlement 
functionality by debiting financial accounts associated with consumers associated 
with said first and second consumer terminals and crediting the financial 
accounts of billers associated with- said first and second biller terminals by 
appropriate amounts. However, Hilt makes this disclosure (see abstract, also see 
figl 1 ). Thus, it would have been obvious to one of ordinary skill in the art to 
combine Koll and Hilt in order to ensure that billers are properly and timely 
compensated for the services they provide to the consumers. 

Response to Arguments 

7. Applicant's arguments filed 01/29/07 have been fully considered but they are 
not persuasive. The applicant argues in substance that the primary reference, Koll, does 
not disclose, teach, or suggest a multi-standard switching network which is capable of 
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communicating using a plurality of different message standard protocols. Contrary to the 
applicant's assertion, Koll explicitly makes this disclosure (i.e., Central site switch 214 
may be implemented on any suitable computer. By way of example, an IBM-compatible 
server running Microsoft Windows NT Server has been found to produce desirable 
results. In an alternative embodiment, switch 214 is composed of two computers, one 
computer for switching ESP system data to CFIs, and a second computer for switching 
electronic bill payments back to billers. The functionality of switch 214 as it relates to 
ESP system-200 will be herein described; functionality of a comparable central site 
switch as it relates to electronic bill payments is disclosed in U.S. Pat. No- 5,465,206/ 
In general, switch 214 serves as a store and forward switch to route all ESP system 
data between system end points. It also includes a template library 216 for templates 
produced within system 200 and provides for data archiving, system audrtshand 
reconciliation. Switch 214 receives templates 212 from TAWS 210 for storage in 
template library 216. Switch 214 may then transmit a template 212 to template 
validation Workstation (TVAL) 218 for template validation, transmit a template 212 to 
SORG 208 to validate statement data, or transmit a template 212 to statement 
generation workstation (SGEN) 222 for generation of an electronic statement. Based 
upon biller'and consumerJdentification provided in templates and statement data, 
switch 214 is able to route templates 212 and statement data 220 to the appropriate 
SGEN 222 and on to the appropriate CFI 130. As system 200 may accommodate any 
number of billers, during any given time period switch 214 is receiving batches of 
statement data from any number of billers (and any number of SORGs) and routing the 
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statement data to any number of appropriate SGENs 222. In other words, a batch of 
statement data from one biller may be distributed to any number of SGENs each 
located in a different CFI, see col. 10 lines 32-67). 

The applicant further argues that neither Kolling nor Hilt teaches verifying that the 
payment instructions are from consumer terminals, which are registered with the 
switching network. Contrary to the applicant's assertion, the examiner maintains that 
consumers are presented with a login prompt (see fig.1 1) in Kolling's, which allows only 
customers who are registered-with; the switching, network to gain access to the said 
switching network: Inherently, the payment instructions made by said consumers from 
the consumer terminals are verified. 

The applicant further argues that neither Kolling nor Hilt teaches a switching 
network for routing a payment message for a particular bill between said consumer 
terminal and biller terminal, i respective of whether the particular bill has been 
previously presented to said consumer terminal. Contrary to the applicant's assertion, 
the examiner maintains that Kolling explicitly makes this disclosure (i.e., switch 214 
transmits template 212 to a statement generation workstation (SGEN) 222. 
Periodically during a billing cycle, switch 214 routes standard statement data 
220 using information containedun the data to SGEN 222; Using template 212 
and standard statement data 220, SGEN 222 generates an electronic statement 224 
and transmits it to consumer financial institution (CFI) 130. CFI 130 then delivers 
electronic statement 224 to consumer 140 using the consumer's medium of choice. 
During operation of ESP system 200, switch 214 receives billing information from a 
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universal biller file (UBF) 300 (described in FIG. 4 below) and distributes information 

needed to entities within the system. 

It is true that Koll is an electronic statement presentment system. However, the 
secondary reference, Hilt, is an electronic bill pay system. Thus Hilt compensates for 
the incomplete teachings of Koll, and one of ordinary skill in the art would have been 
motivated to combine Koll and Hilt in order to ensure that billers are properly and timely 
compensated for the services they provide to the consumers. The Examiner recognizes 
that references cannot be arbitrarily ^^ a^mbined and that there must be some reason^ why 6 
one skilled in the art would be motivated to make the proposed combination of primary 
and secondary references. In re Nomiya, 184 USPQ 607 (CCPA 1975). However, there 
is no requirement that a motivation to make the modification be expressly articulated. 
The test for combining references is what the combination of disclosures taken, as a 
whole would suggest to one of ordinary skill in* the art- In re McLaughlin; 170 USPQ 209 
(CCPA 1971). references are evaluated by what they suggest to one versed in the art, 
rather than by their specific disclosures. In re Bozek, 163 USPQ 545 (CCPA) 1969. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner-should be directed to OJO O. OYEBtSI whose telephone number is (571) 
272-8298. The examiner can normally be reached on 8:30A.M-5:30P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, RICHARD E. CHILCOT can be reached on (571)272-6777. The fax phone 



Application/Control Number: 09/852,119 



Page 16 



Art Unit: 3692 

number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR ; system; contact- the Electronic 
Business Center (EBG) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




